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DETAILED ACTION 



Acknowledgment is made of the amendment filed on January 31, 2006. Claims 1, 2, and 
4-6 are currently pending. 

Claim Objections 
1 . Claim 5 is objected to because of the following informalities: 

in claim 5, line 6, substitute the second occurrence of "the" with -a-; and 
in claim 5, line 7, substitute "blue" with —glue--. 
Appropriate correction is required. 



Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

3. Claim 1 is rejected under 35 U.S.C. 102(b) as being anticipated by Linsenbardt et al (US 
5,904,953) (hereinafter referred to as 'Linsenbardt'). 

Linsenbardt teaches: 

a method of manufacturing a tape to which a plurality of elements are affixed by means 
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of a glue in a solid state, the method comprising a gluing step, in which elements are glued to a 
basic tape by means of a glue in a liquid state so as to obtain a glued tape, the method being 
characterized in that the gluing step is followed by: 

a winding step in which the glued tape is wound while the glue is in a state between the 
liquid state and the solid state (inherently, any glue/adhesive is applied in a state between a liquid 
state and a state between hquid and solid for the purpose of adhesion when completely dry), so 
as to obtain a winded glued tape (col. 1, lines 44-48); and 

a heating step in which the winded glue tape is heated so that the glue reaches the solid 
state (col. 1, lines 44-48). 

Claim Rejections - 35 USC §103 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

5. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 
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6. Claims 2, 4, and 6 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Linsenbardt in view of McCuUough et al. (US 5,403,395) (hereinafter referred to as 
'McCuUough'). 

The teachings of Linsenbardt have been discussed above. 
Linsenbardt lacks the teaching of a reel made of composite material. 
McCuUough teaches a reel made of composition material (col. 8, lines 48-58); 
wherein the reel has a diameter bigger than 600nmi; and 

wherein the reel is made of fiberglass impregnated with epoxy resin (col. 8, lines 48-58). 

One of ordinary skill in the art would have readily recognized that providing the 
Linsenbardt invention with a reel made up of composite materials would have been beneficial to 
possibly make a strong and reliable reel which is also cost-efficient for manufacture, thereby 
helping the cut the overall costs of manufacture of the tape. Therefore, it would have been 
obvious, at the time the invention was made, to modify the teachings of Linsenbardt with the 
aforementioned teaching of McCuUough. 

Allowable Subject Matter 

7. Claim 5 is allowable over prior art. 

8. The following is a statement of reasons for the indication of allowable subject matter: the 
prior art of record fails to teach or fairly suggest either alone or in combination thereof, a method 
of manufacturing a smart card, characterized in that the method comprises: 
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a gluing step, in which semiconductor devices are glued to a basic tape by means of a 
glue in a liquid state so as to obtain a glued tape; 

a winding step, in which the glued tape is wound while the glue is in a state between the 
liquid state and a solid state, so as to obtain a winded glued tape; 

a heating step, in which the winded glued tape is heated, so that the glue reaches the solid 

state; 

a cutting step; and 
an embedding step. 

Response to Arguments 
9. Applicant's arguments filed January 31, 2007 have been fiilly considered but they are not 
persuasive. 

In response to the argument that "the. . .limitations explicitly require a plurality of 
elements affixed to a tape by a liquid", the examiner contends that the aforementioned recitation 
has not been given patentable weight because the recitation occurs in the preamble. A preamble 
is generally not accorded any patentable weight where it merely recites the purpose of a process 
or the intended use of a structure, and where the body of the claim does not depend on the 
preamble for completeness but, instead, the process steps or structural limitations are able to 
stand alone. See In re Hirao, 535 F.2d 67, 190 USPQ 15 (CCPA 1976) and Kropa v. Robie, 187 
F.2d 150, 152, 88 USPQ 478, 481 (CCPA 1951). 

In response to applicant's argument that the Linsenbardt invention is nonanalogous art, it 
has been held that a prior art reference must either be in the field of applicant's endeavor or, if 
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not, then be reasonably pertinent to the particular problem with which the applicant was 
concerned, in order to be relied upon as a basis for rejection of the claimed invention. See In re 
Oetiker, 977 F.2d 1443, 24 USPQ2d 1443 (Fed. Cir. 1992). In this case, claim 1 of the instant 
invention is quite broad and is interpreted to be geared toward simply as a method for adhering 
an object to a tape. The Linsenbardt invention is also geared toward adhering an object to a tape. 
In view of the aforementioned arguments, the rejection of claims 1, 2, and 4 remains. 

10. Applicant's arguments with respect to the rejection of claim 5 have been fully considered 
and are persuasive. The rejection of claim 5 has been withdrawn. 

Conclusion 

Any inquiry conceming this communication or earlier communications from the 
examiner should be directed to Jamara A. Franklin whose telephone number is (571) 272-2389. 
The examiner can normally be reached on Monday through Friday 8:00am to 4:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael G. Lee can be reached on (571) 272-2398. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 



Application/Control Number: 1 0/5 1 7,879 Page 7 

Art Unit: 2876 

Information regarding the status of an application may be obtained from the Patent 
Application hiformation Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR, Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 




